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EDITORIAL
NOTE

Intellectual Property is the key driver to propel the
economic growth of a nation. Hence, understanding
IP gains utmost significance not only from a
business point of view but also from a socio-
economic perspective. We as nationals of any
country should be vigilant in protecting and
defending our IP rights. However, there are multiple
issues and challenges that need discussions, and
reforms. The IP Press Law Review (IPPLR) is an
initiative of The IP Press to extend our objectives of
spreading awareness on the issues concerning
intellectual property rights and related laws. It aims
to promote study and research in the field of
intellectual property laws in the form of academic
literature. This issue reflects some of the key
concerns of the Intellectual property regime both
under national and international parlance. It is
envisioned to embody some of the most
brainstorming insights that help readers to grasp the
discourse around contemporary developments in
the field of Intellectual Property Law. Throughout
the year, the editorial board has reviewed the papers
with multiple rounds of editing to ensure quality
and standard.

This issue presents intriguing issues and challenges
pertaining to intellectual property law in the national
as well as the international regime. The first paper
encapsulates the protection of personality rights
under Intellectual property laws and briefly presents
the status of multiple jurisdictions. The second paper
discusses a pertinent issue of protection of fictional
characters that have been a cause of concern in many
disputes. The author discusses the theoretical
framework and analyses various tests laid down by
the judiciary.

The third paper explores religion as a subject and
object of the trademark. The author determines the
legality of the trademark of religious symbols for
private companies and religious organisations. The
fourth paper presents a policy discussion on the
overlap between trademark and functionality
doctrine. The fifth submission deals with the
congruence of intellectual property assets in
combination and corporate restructuring wherein the
author states that IP has immense power to help
businesses to grow and hence its valuation becomes
an important aspect of commercialization of IP. The
sixth paper demonstrates how open-ended section 57
of the Copyright Act, 1957 is which leads to
ambiguity. The author asserts reforms in the current
provision of moral rights. The seventh paper
discusses the recent dissolution of the intellectual
property appellate board in the backdrop of the
Tribunal Reform Bill, 2021. The eighth paper
discusses the relevance of IP Due diligence and
suggests quarterly checks and steps carry out the due
diligence process to combat the closing down of
businesses and lifelong losses. The ninth paper
presents analyses of the patent denials in the
biotechnology sector and their impact on the
industry. The tenth paper presents an interesting
analysis of trademarkability of non-conventional
trademarks due to hindrances of graphical
representation and discusses multiple judgements of
the European courts. The last two items present an
analysis of two landmark cases, one Monsanto case
and two, Phonpe v. Bharatpe trademark tussle.

Happy reading!
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JUSTIFYING THE DISSOLUTION OF
THE INTELLECTUAL PROPERTY APPELLATE BOARD
IN THE BACKDROP OF THE TRIBUNAL REFORM BILL, 2021

Anirudha Sapre and Madhav Deepak™
ABSTRACT

It is no secret that the Indian Judiciary is overburdened. Around twenty thousand Indian Judges
trying to handle millions of cases has led to massive delays in delivering sound and fair verdicts.
This burden on the Courts had led to the Government trying to find more effective ways of
delivering Justice at a speedy rate. The most significant solution to this problem was the
establishment of quasi-judicial bodies called Tribunal which dealt with matters in specific fields
of law. Tribunals could ensure an alternate way of dealing with cases without burdening the
Higher Judiciary, as well as include professionals who had expertise in these specific fields,
thereby reducing long-drawn litigations. The Intellectual Property Appellate Board (IPAB), setup
in 2003, was one of the Tribunals to be shut down under the Tribunal Reforms Ordinance, 2021.
In its seventeen years of existence, the IPAB has divided opinions among academicians and
professionals alike. Some have argued that its existence has helped Intellectual Property
professionalsin ensuringcheaper andfaster disposal of cases, while othershaveaccused itof red-
tapism and administrative problems. This paper attempts to analyse whether the IPAB has
succeeded in being an efficient organization capable of delivering justice. This paper also studies
whether the proposed shutting down of the IPAB is justified or not. Lastly, this paper will attempt
to predict the future of Intellectual Property litigation in India, and whether the IPAB should be
replaced by another quasi-judicial body.

Keywords: IPAB, Tribunal, Trademark, copyright, high courts.
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1. OVERVIEW OF THE INDIAN TRIBUNAL SYSTEM
“Justice delayed is Justice denied”

Nowhere does this maxim hold more meaning than in India. This delay in verdicts has not only
resulted in significant monetary for many parties involved in the litigation process, but has also
reduced the faith of the common man in the judiciary. A survey of litigants showed that more than
60% of the respondents believed that the delay in their own cases was due to the judge not passing
orders quickly enough.! Inorder to reduce pressure on the common law courts and to secure speedy
disposal of cases in various forums relating to service matters, revenue, claims by and against the
government and certain other matters of special importance in the context of psycho-economic
development and progress, some quick means of adjudicating cases in various forums had to be
evolved and the result has been the growth of Tribunals.2 The 427 Constitutional Amendment
added a new chapter incorporating new provisions, namely article 323-A and 323-B of the
Constitution, which took out adjudication of the matters specified there in from the jurisdiction of
common law civil courts and the original side of High Courts and placed them before specified
tribunals.3Article 323-B gave the Central and State Legislatures the power to establish Tribunals
to adjudicate disputes relating to Taxation, Foreign exchange, import and export, labor, land
reforms, intellectual property (IP), urban property, elections to Parliament and state legislatures,

food and rent and tenancy rights.*

A ‘Tribunal’ is an administrative body established for the purpose of discharging quasi-judicial
duties.>An Administrative Tribunal is neither a Court nor an executive body.® It stands somewhere
midway between a Court and an administrative body.’The Tribunals have the power to adjudicate

over a wide range of subjects that impact everyday life and function as an effective mechanism to

!Alok Prasanna Kumar, ‘Delayed Justice: When Justice Arrives Too Late’(LiveMint, 7 June 2016),
<https://www.livemint.con/Politics/ AaR91YL6KuUVo3ZcN3q3JfO/Delayed-justice-When-judgement-day-arrives-
too-late.html>accessed 13 October 2021.

’R.C Saxena, Adjudication by Tribunals: Landmark in Field of Natural Justice, 37 Journal of the Indian Law Institute
222, 223 (1995).

%ibid.

*The Constitution of India 1950, art 323.

5 Law Commission of India, Assessment of Statutory Frameworks of Tribunals in India, Report No. 272 (Issued on
October, 2017).

®Law Commission of India (n 5).

"ibid.
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ameliorate the burden of the judiciary.® Tribunals, comprising of Judges and technical experts, can
provide their expertise in niche areas of law, and can speed up the litigation process by identifying
relevant evidence and interpreting the law faster than normal courts.

The Administrative Tribunals Act was passed in 1985, under Article 323A; section 28 of this Act
provided for the exclusion of jurisdiction of all courts, except that of the Supreme Court under
Article 136.° One controversial characteristic of this Act was the constitutionality of section 28.
As judicial review is part of the basic structure of the Constitution, excluding it from a legislature
was not looked at favourably by professionals at that time. This was also accepted by the
Constitution Bench of the Supreme Court in S.R Sampath Kumarv. Union of Indial9, butthe Court
added that the creation of alternate institutional mechanisms, which were as effective as the High
Courts, would not be violative of the basic structure.1! The administrative Tribunals under the Act
were recognized as effective substitutes to the High Courts. However, there remains a healthy
division of responsibilities between Tribunals and High Courts. Over the last 50 years, the High
Courts have decided substantial questions of law in tax references appeals and revisions made
against orders passed by Tribunals.12 Questions of factare concluded before the tribunals and the

High Courts are concerned only with questions of law, which usually involve the interpretation of
a statute or a document.13

However, the Tribunal system is not perfect. It is laden with several problems, like: -

e Appointment and Removal of Members: - Tribunal chairpersons are appointed after consulting
the Chief Justice of India, and members are typically recommended by a selection
committee.¥The Tribunal, Appellate Tribunal and other Authorities (Qualifications,
Experience and other Conditions of Service of Members) Rules, 2017, gave the Centre the

power to “make rules to provide for qualifications, appointment, term of office, salaries and

8Law Commission of India (n 5).

° Arun Roy V. & Vishnu Jerome, Administrative Tribunalsin India - A Welcome Departure from Orthodox, 12 Student
ADVOC. 60,65 (2000).

105, R Sampath Kumar v Unionof IndiaAIR 1987 SC 386.

“Roy &Jerome(n 9).

12 Arvind P. Datar, ‘The Tribunalisation of Justice in India’, (2006) ACTA JURIDICA 288, 293.

Bibid.

1 Arijit Ghosh, Diksha Sanyal, Raunaq Chandrashekhar, ‘Reforming the Tribunals Frameworkin India: An Interim
Report’, (Vidhi Centre for Legal Policy, April 2018) <https://vidhilegalpolicy.in/research/2018-6-11-reforming-the-
tribunals-framework-in-india-an-interim-report-1/>accessed 13 Oct 2021.
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allowances, resignation, removal and the other terms and conditions of service” for judges
appointed to 19 tribunals. This included the IPAB.>Due to this, the judicial independence of
Tribunals has been compromised.

e High Pendency Rate of cases: - Despite the system being swift sounds good in theory, things
have not exactly turned out that way. As of 2017, the pendency rate across Tribunals was
worryingly high at 94%16. This is a result of systematic issues such as high percentage of failed
hearings, and leniency in case of delay in filing and being absent during a hearing.’

e Judicial Review: - As mentioned before, time and again the issue of Judicial Review turns its
head and stirs up controversy. In the case of L Chandrakumar v. Union of Indial8, the Supreme
Court pointed out two main problems with directly approaching the Supreme Court in case of
appeals. One was that the direct appeal was too costly for litigants, and the other was that it
increased the burden on the Supreme Court. The Court suggested that an appeal of a decision
of the Tribunal on question of law could be entertained at a Division Bench of the High Court,
which shared the same territorial jurisdiction with the Tribunal.1®

Hence, a broad overview of the Tribunal system shows that even though Tribunals are relied on,
they have failed to meet the purpose for which they were formed. The burden on Courts remains
more or less the same. The costs of maintaining these Tribunals have also been a talking point. In
the end, a well-functioning Tribunal system would not attract such scrutiny, and would vastly
improve the disposal rate of cases. If it does not work well enough, its existence could be called
into question, which is what has happened with the Intellectual Property Appellate Board.

2. THE TRIBUNAL REFORMS BILL, 2021.

Before we study the IPAB more closely, it is important to understand what the Tribunal Reforms
(Rationalization and Conditions of Service) Bill, 2021 (“the Bill”’), aims to achieve, and it is short-

term and long-term consequences not just for the IPAB, but for all the Tribunals affected.

*prashant Reddy, ‘Has the Government Signed the Death Warrant for the Judicial Independence of 19 Tribunal’,
(Scrolliin, 5 June 2017) <https://scroll.in/article/839588/has-the-government-signed-the-death-warrant-for-the-
judicial-independence-of-19-tribunals>accessed 13 October 2021.

%L aw Commission of India (n 5).

YGhosh, Sanyal&Chandrashekhar (n14) 19.

8 Chandrakumar v Union of India AIR 1997 SC 1125.

Bibid.
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The Bill was introduced in the Lok Sabha on 13t February 2021 by Finance Minister Nirmala
Sitharaman.? The Bill was passed as The Tribunal Reforms (Rationalization and Conditions of
Service) Ordinance, 2021 (“the Ordinance™) on 4t April 202121 as it could not get parliamentary
approval and has resulted in the dissolution of tribunals constituted under nine acts, and their
functions have been transferred to different Courts.22 The Tribunals apart from IPAB that were
dissolved are as follows: -

A. The Film Certificate Appellate Tribunal (FCAT): - The FCAT was set up under the
Cinematograph Act, 1952.228 The main responsibility of the FCAT was to hear appeals filed
under Section 5C of the Cinematograph Act, by applicants for certification aggrieved by the
decision of the Central Board of Film Certification (CBFC).24 The FCAT has delivered
verdicts on some of the most controversial films released in the past decade, some of them
being praised and some criticized heavily. Verdicts were given on the release of films such as
Lipstick Under My Burkha (2017), Haraamkhor (2015) and Kaalakandi (2018).2> Dissolution
of the FCAT means that appeals on the decision of the Central Board of Film Certification
(CBFC) will be heard by the High Court, which has induced anger and frustration in the film
industry.

B. The Authority for Advance Rulings: -This authority, pursuant under the Customs Act, 196226,
primarily dealt with customs related applications and pending cases regarding Central, Excise
& Service tax, and had the authority on par to that of a Civil Court under the Code of Civil
Procedure, 1908.27 Under the new Ordinance, appeals before the tribunal shall be transferred
to the High Court.

2The Tribunals Reforms (Rationalization and Conditions of Service) Bill, 2021, PRS Legis lative Research (February
13, 2021) https://prsindia.org/billtrack/the-tribunals-reforms-rationalisation-and-conditions-of-service-bill-2021.
2’Government Issues Tribunal Reforms Ordinance, The Hindu (New Delhi, 7 April 2021)
<https://www.thehindu.com/news/national/govt-issues-tribunals-reforms-ordinance/article34262521.ece> accessed
13 October 2021.
2ibid.
28 The Cinematograph Act 1952,s 5.
%Ektaa Malik, ‘Explained: The Role and Significance ofthe Film Certification Tribunal, Now Abolished’, The Indian
Express (New Delhi, 8 April 2021) <https://indianexpress.com/article/explained/the-role-significance-of-film-
2csertiﬁcation -tribunal-now-abolished-7263409/> accessed 13 October 2021.

ibid.
%6 The Customs Act 1962, s 28(EA).
" The Customs Act 1962, s 28(L).
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C. The Airport Appellate Tribunal (AAT): - The AAT was established under the Airports
Authority of India Act, 199428 and dealt with claims related to eviction from airport premises,
and had the power to hear appeals against the order of the Eviction Officer who had the power
to evict persons in unauthorized occupation of airport premises.2The AAT, pursuant to the
Finance Act, 2017, also acted as the Tribunal to hear appeals under the Control of National
Highways (Land and Traffic) Act, 2002.30 Under the Ordinance, matters relating to disputes
arising from the disposal of properties left on airport premises by unauthorized occupants
would be handled by the Central Government, and appeals against an order of the Eviction
Officer would be heard by the High Court. Appeals filed under the provisions of the Control
of National Highways (Land and Traffic) Act, 2002, would be heard by the Civil Courts.

3. THE INTELLECTUAL PROPERTY APPELLATE BOARD

The IPAB was the most controversial Tribunal that was dissolved under the Tribunal Reforms
Ordinance. Founded in 2003 under the Trademarks Act, 199931, the IPAB had jurisdiction
equivalent to that of High Courts in IP matters. The IPAB had the power to hear appeals against
the orders and decisions of the Registrars of Trademarks, Geographical Indications and Patents. 32
Pursuant to the Finance Act of 2017, the IPAB was rationalized with the Copyright Board and, in
2018,with the PVPAT, and heard matters relating to disputes under the Copyright Act and the

Protection of Plant Varieties and Farmer’s Rights Acts.33

A. Composition: -
The IPAB consisted of the Chairman, Vice-Chairman, and other Members of the Tribunal as the
Central Government deemed fit.34The headquarters of the IPAB is situated in Chennai, with

benches at Mumbai, Delhi, Kolkata and Ahmedabad. The qualifications of the Chairman of the

%8 The Airports Authority of India Act 1994,s 28(1) (1).

»Ghosh, Sanyal&Chandrashekhar (n 14) 71.

% The Control of National Highways (Landand Traffic) Act 2002, s 5(1).

31 The Trade Marks Act, 1999, s 83.

%2 Alok Prassanna Kumar, Ketan Paul, ‘State ofthe Nation’s Tribunals: Part 2°, (Vidhi Centre for Legal Policy, June
2014)  <https:/ividhilegalpolicy.infwp-content/uploads/2020/06/sTribunals-IPABFinalDraft.pdf> accessed 13
October 2021.

*pankhuri A garwal, ‘Copyright Board to Be Taken Overby The IPAB Under the Finance Bill, 2017, Passed by The
Lok Sabha’, (SpicyIP,23 March 2017)<https://spicyip.com/2017/03/copyright-board-to-be-taken-over-by-ipab.html>
accessed 13 October 2021.

%The Trade Marks Act 1999, s 84(1).
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IPAB were that he/she had to be a sitting or retired Judge of a High Court, or should have, for at
least two years, held the office of Vice-Chairman.3®> The Vice-Chairman of the IPAB was required
to have held the office of aJudicial Member or a Technical Member for atleast two years, or should
have been a member of the Indian Legal Service holding a post of Grade | or higher for at least
five years, in order to qualify for the post.36A Judicial Member of the IPAB was required to have
beena member of the Indian Legal Service and should have held the post in Grade | of that Service
for at least three years, or should have held a civil judicial office for atleast ten years, in order to
qualify for the post.3” Lastly, a Technical Member of the IPAB was required to exercise the
functions of a tribunal under the Trade Marks Act, or under the Trade and Merchandise Marks
Act, 1958, or both, for atleast ten years, and should not have held a position lower than the post of
a Joint Registrar for at least five years, or should have been anadvocate specializing in Trademark
Law for at least ten years, in order to qualify for the post.38

Pursuant to the Finance Act, 201739, the Central Government held all the power to make rules
regarding the qualification of the Chairman, Vice-Chairman and Members of the Tribunal, thereby
effectively overriding the qualifications laid down in the Trademarks Act.

Under the Trademark Act, the Chairman of the IPAB was appointed by the Central Government
with the Appointment Committee of Cabinet (“ACC”), on the recommendation of the Chief Justice
of India.*® The ACC appointed the Vice-Chairman and the remaining members of the IPAB, and
the selection of a suitable candidate for the post of Vice-Chairman was made by a Search-cum-
Selection Committee, which was approved by the ACC.41Under the Finance Act, the power to
make appointments was fully given to the Central Government, and under the provisions the Act,
the Tribunal, Appellate Tribunal and other Authorities (Qualification, Experience and other
Conditions of Service of Members) Rules, 2017, was formed, which was struck down by the
Supreme Court in 2019 in the case of Rojer Mathew v. South Indian Bank Ltd and Othrs.42 The

Constitution Bench of the Supreme Court, held the rules unconstitutional as being violative of

% The Trade Marks Act1999, s 85(1).

% The Trade Marks Act1999, s §85(2).

% The Trade Marks Act1999, s 85(3).

% The Trade Marks Act1999, s §85(4).

¥ The Finance Act 2017, s 184(1).

“OKumar & Paul(n 32) 22.

“ibid.

“?Rojer Mathewv South Indian Bank Ltd and Ors(2018) SCC Online SC 500.
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principles of independency of the judiciary. It referred to its previous decision in the case of
Madras Bar Association“3,where the Constitution Bench of the Supreme Court dealing with the
validity and appointment of members to the National Company Law Tribunal (NCLT) under the
Companies Act, 1956, held that the selection committee should comprise the Chief Justice of India
or his nominee (chairperson, with a casting vote), a senior judge of the Supreme Court or Chief
Justice of the High Court, and secretaries in the Ministry of Finance and Ministry of Law and

Justice respectively.44

The term of office for the Chairman and Vice-Chairman was five years, or till the they attained the
age of sixty-seven, whichever one came earlier. For the other members of the tribunal the
maximum age limit was sixty-two.4> Under the Finance Act, the age limit for the Chairman of the
IPAB was increased to seventy-years, and for the other members of the IPAB, including the Vice-
Chairman, the age limit was sixty-seven years.46

B. Matters Handled by the IPAB: -
The IPAB had the jurisdiction to handle matters related not only to Trademark, but also matters
related to Patents, Geographical Inventions, Copyright and Plant Varieties. It exercised all the
powers of the appellate Court to go into the facts and the law in any given case and had the power
to grant interim orders at the application and appeal stage, provided that the Court first explored
the possibility of deciding the main matter expeditiously and had heard the other party on the
matter.4’As of 2021, the IPAB has disposed off around 3800 cases, with more than 3000 cases

only relating to Trademarks.*® Orders of the IPAB have been challenged in the High Court under
Avrticle 226 of the Constitution as well as in the Supreme Court.

The IPAB has suffered from a lot of criticism and scrutiny from the legal profession on its
inefficiency, its lack of independence, and the appointments of the members of the Tribunal.

Matters had only gotten worse for the IPAB with the passing of the Finance Act, 2017, and

“*Madras Bar Associationv UnionofIndia (2010) 11 SCC 67.

“Rahul Unnikrishnan, ‘Whither Tribunal Independence’, The Hindu (New Delhi, 2 March 2020)
<https://www.thehindu.com/opinion/lead/whither-tribunal-independence/article30957940.ece> accessed 13 October
2021.

* The Trade Marks Act1999,s 86.

*The Finance Act2017, s 184(2).

T Kumar & Paul (n 32) 23.

“Disposal of Cases at IPAB: A Glance’, (Intellectual Property Appellate Board, February 2021)
<https://www.ipab.gov.in/img/gallery/Performance-from-2004-onwards.png> accessed 13 October 2021.
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ultimately, the decision of dissolution of the Tribunal was seen as most favorable by the
Government, along with large sections of the legal profession. The next part of this paper will
analyse the causes of the dissolution of the IPAB, and the future for IP litigation in India.

4. JUSTIFYING THE DISSOLUTION OF THE IPAB

Before the inception of the IPAB, no questions were asked on whether a tribunal like this was even
needed. The Government never held a discussion with the general public or the IP bar on whether
such a tribunal was even required.4°From its creation in 2003, the IPAB was riddled with problems
like lack of independency and administrative issues.

A. Lack of Independency from the Centre: -

As observed by the Supreme Court in the Madras Bar Association Case®0, independence of the
judiciary is a constitutional principle that is required to maintain the integrity of a quasi-judicial
body, something that was always missing from the IPAB. Even in its name, the IPAB suffered
from being confused as a statutory body (like the Central Board of Direct Taxes or a State level
Labor Welfare Board which are not Tribunals but statutory bodies) and not a quasi-judicial body.
The reason why the IPAB has been studied as a Tribunal is due to the case of Union of Indiav. R
Gandhi, President, Madras Bar Association®!, where the Supreme Court observed that that
whenever the existing jurisdiction of High Courts is transferred to a tribunal, it is a judicial
tribunal.>2

While appointing the members of the Tribunal, the only step where a member of the Judiciary was
involved was in the appointment of the Chairman, where the Chief Justice’s recommendation was
taken into consideration. While the appointment of the Chairman was made in consultation with
the Chief Justice of India, the appointment of other members of the Tribunal did not require
consultation with the Chief Justice of India, and were appointed by the ACC.53Under Section 184

of the Finance Act, the appointment of members, salaries and allowances, appointment of staff

“PrashantReddy, Pranav Dhawan, ‘The Case for Shutting Down the Intellectual Property Appellate Board (IPABY,
(Spicylp, 15 April 2020) <https://spicyip.com/2020/04/the-case-for-shutting-down-the-intellectual-property-
appellate-board-ipab.html>accessed 13 October 2021.

50 Madras Bar Association (n 43).

'Union of India v R Gandhi, President, Madras Bar Association (2010) 11 SCC 1.

2Kumar & Paul (n 32) 24.

*%ibid.
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members and clerks, everything came under the purview of the Central Government. In the case
of Section 184, the powers in that provision go to the root of judicial independence because as
established in Shamnad Basheer v Union of India%, issues of appointment process and
qualification criteria directly affect judicial independence of the IPAB.%

The petition filed by Dr. Basheer challenged the constitutionality of the IPAB and exposed some
deep-rooted problems that plagued the tribunal ever since its inception. The petition was filed in
2011, when the IPAB was under the control of the Department of Industrial Policy and Promotion
(DIPP), Ministry of Industry and Commerce. The petition pointed out to how the DIPP in
its Annual Report for 2010 listed the IPAB as one of its subordinate or allied organizations and
how the DIPP handled all RTI queries pertaining to the IPAB despite the IPAB being a quasi-
judicial authority in itself.5¢ It also highlighted how the appointment and removal procedure for
members of the Tribunal was completely different to that of High Court and Supreme Court
Judges. The petition contended that Section 85 of the Trademarks Act was unconstitutional, as it

failed to separate the judiciary from the executive.5’

The Madras High Court, in 2015, partially held the case in favor of the petitioner, and struck down
certain sections of the Trademarks Act as unconstitutional. In particular, the Court stated: -

“Apropos recommendation of search cum selection committee required to be
approved by the appointment Committee of the Cabinet for the post of Vice-
Chairman and other members, we hold that the said methodology is also totally
unconstitutional as it impinges upon the independence of the judiciary.”8

In summation, the Court held Section 85(2)(b), which provided for the qualification to the post of
Vice-Chairman by being a member of the Indian Legal Service for atleast five years, and Section
85(3)(a), which provided for the eligibility of a member of the Indian Legal Service that held the

¥Shamnad Basheer v Union of India W.P No. 1256/2011.

*PrashantReddy, ‘Appointments and Independence ofthe IPAB after the Finance Act, 2017, (Spicylp, 3 May 2017)
<https://spicyip.com/2017/05/appointments-and-independence-of-the-ipab-after-the-finance-act-2017.html>
accessed 13 October 2021.
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Board’,  (SpicylP,27  January  2011) <https://spicyip.com/2011/01/breaking-news-madras-high-court-
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post of Grade | of that Service for at least three years for qualification for appointment to the post
of a Judicial Member in IPAB, as unconstitutional.>® The Court held that only a person who, in the
post of Joint Registrar or above with the qualification of 12 years of practice at bar or 12 years’

experience in a State Judicial Service with a degree in Law, along with other qualifications alone
was to be considered to be appointed as a Technical member.60

With regards to funding, the IPAB was completely dependent on the Ministry of Industry and
Commerce, and often suffered from a lack of funding, which resulted in inefficiency in conducting
timely hearings and other proceedings. A very detailed report by Justice Prabha Sridevan®!, who
served as the Chairman of the IPAB from 2011 to 2013, highlighted how the lack of funding from
the Government affected the day-to-day affairs of the IPAB. The detailed study of the report shall
be done under the next sub-heading.

B. Inefficiency and Delays: -

The IPAB has almost always operated in an inefficient manner, from handling of cases to
appointment of its chairpersons. In its 17 years of existence, the IPAB has not had a Chairperson
for a cumulative total of 1,130 days.%2In 2006, there was a gap of almost 9 months between the
retirement of Justice Jagadeesan and appointment of Justice M.H.S. Ansari as the Chairman of the
IPAB.® Similarly, there was a gap of another 9 months between the retirement of Z.S. Negi and
the appointment of Justice Prabha Sridevan in 2011 and there was a delay of around a year and 8
months between the retirement of Justice K.N. Basha and the appointment of Justice Manmohan
Singh in 2018.%4 This also resulted in the IPAB conducting zero hearings in the Chennai Bench for
more than a year, which resumed only after Justice Singh was appointed.®>At the time of resuming
hearings, almost 630 cases were pending before the bench, as a result of the delay in appointing a
Chairman.6
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Aside from delays, there have also been instances where members of the Tribunal have been
unqualified for the post. In 2011, one Mr. Syed Obaidur Rahaman, who had been appointed as a
technical member for Trademarks of the IPAB, was found to have provided incorrect information
on his application.6’As per the application form for the post of Technical Member, IPAB all
applicants were required to cite the judgments in which they have appeared because the Trade
Marks Act, 1999 required the appointment of either former Trade Mark Registrars or advocates
with extensive experience in Trade Mark Law.58 Mr. Rahaman claimed to have appeared in Lever
v. Goodwin, an English case dating back to 1887. In another instance, a technical member for
trademarks was appointed despite objection from the then Vice-Chairperson of the IPAB to his
appointment on the grounds that he lacked any substantial experience in trademark matters.%® The
selection of one Mr. Sanjeev Kumar Chaswal was objected to by the then Vice-Chairperson, Ms.
Usha, who observed that the documents submitted by Chaswal did not demonstrate any significant
dispute resolution experience pertaining to trademarks.’® She noted that while he’d filed trademark
applications, he had not appeared to have been party to any contentious proceedings involving
trademarks.”*Ultimately, he was appointed, and even acted as the interim chair between in 2017
before the appointment of Justice Singh, and ultimately retired in December 2018.72

The huge backlog of cases in the IPAB, due to positions being vacant, highlights another flaw in
the system. In a writ petition before the Delhi High Court in 201973, the petitioner approached the
High Court for an urgent hearing seeking the stay of a patent application, pleading that the IPAB
not functioning led to the patent being granted and denying his right to file an appeal.”4As a
technical member is required to form aquorum to hear the cases under the Trademarks Act’>, many

cases were pending before the IPAB, as the Court observed that no technical member had been
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appointed for copyrights since inception of the IPAB,and the posts of technical member for patents
and technical member for trademarks had been vacant since May 4, 2016 and December 5, 2018,
respectively.”® The Court observed that around 4000 cases were pending across all the benches of
the IPAB.As of 2020, the case load is estimated to be around 2626 trademarks cases, 617 patents
cases, 691 copyrights cases and 1 geographical indication case.’” Justice Pratibha Sridevan, in her
report to the Madras High Court, noted that atleast least 22,330 sq. ft. was required for proper
functioning of the IPAB, instead of the space available to the tribunal which was a meagre 5500
sg. ft., which resulted in dysfunctionality of the Tribunal.”®No major renovations were made on
that report, and the IPAB continued to operate the same premises.

This dysfunctionality of the IPAB has also attracted international criticism. The Office of the
United States Trade Representative (USTR), in its Special 301 Report for 202079, observed
“India’s copyright royalty board, which has been folded into the Intellectual Property Appellate
Board, is not fully functional, as technical members still need to be appointed”. India is currently
on the “Priority Watch List”8, which means that the U.S considers the IP enforcement in India as

inadequate and concerning for its own investors.

The IPAB has also had cases where hearings were conducted without the adequate quorum that
was required under the Trademark Act.8In order to conduct hearings, one Judicial Member and
one Technical member were required to be present.82 A cause list, dated January 7, 2019, revealed
that 51 matters were listed for hearing before Justice Manmohan Singh without a Technical
Member on the bench and similar hearings had occurred from December 12 to 21, 2018.83 All this
point out to the simple fact that at every stage, from judicial appointments to conducting hearings,
the IPAB has been inefficient. Being called a “national embarrassment”, the IPAB posed a risk of

overshadowing the positive developments happening across the country’s IP landscape and
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provided easy ammunition for critics of the country’s IP system8, and hence the decision to shut
down the IPAB was justified.

5. OBJECTIONS TO THE DISSOLUTION OF THE IPAB

Although the majority of the legal fraternity has approved of the dissolution of the IPAB, some
have objected to it on grounds that many of the shortcomings of the IPAB have been due to the
apathy from the Government, and scrapping the IPAB to increase the case load on the Courts is
not favourable. Some are of the view that the IPAB could still be a Tribunal capable of functioning
efficiently and truly improving the IP landscape of India.8> Some also believe that scrapping the
only Tribunal specialized in hearing IP cases could hamper India’s reputation as an IP jurisdiction,
and that plans should be made to make the IPAB more efficient, and more independent, rather than
shutting it down completely.86 Also, considering that the IPAB is one of the few tribunals that has

headquarters outside of Delhi, it could promote decentralization of Tribunals and could draw the

best professionals and litigants to the state they’re headquartered in.

Despite the shortcomings of the IPAB, it has always decided casesusing the same line of reasoning
that normal Courts would, and has delivered some remarkable judgements. In the case of Novartis
v. Union of India®’, a two-judge bench of the IPAB rejected the patent application filed by the
applicant for the anti-cancer drug Glivec in India. The patent application was filed in 1997, which
was subsequently rejected by the Madras Patent Office.8 The applicant then filed two writ
petitions before the Madras High Court and Supreme Court respectively, and the Madras High
Court transferred the petition to the IPAB. The IPAB carefully studied the patentability of the drug,
and studied Section 3-d of the Patent Act, 1970, very carefully.Section 3-d states what cannot be
an invention: -
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“The mere discovery of a new form of a known substance which does not result in
the enhancement of the known efficacy of that substance or the mere discovery of
any new property or new use for a known substance or of the mere use of a known

process, machine or apparatus unless such known process results in a new product
or employs at least one new reactant.”89

The IPAB studied the components of the drug and found that it did not pass the test of Section 3-
d, and that the invention was not a “cognitive leap” i the field of cancer drugs. It rejected the
patent application and decided against Novartis, who filed a special leave petition in the Supreme
Court in 2009, where after a long-drawn battle, the Supreme Court upheld the judgement of the
IPAB. This verdict attracted a lot of international criticism, but was praised in India, as it prevented
“ever-greening” of drugs, where drug companies made minor changes to attain patents and control
the market.?0 This case also demonstrated the ability of the IPAB in understanding complex matters
of law and making sound judgements, despite being plagued with structural issues.

Recently, in 2021, the IPAB delivered another landmark in the case of Indian Performing Rights
Society v. Entertainment Network India Ltd.%t where the IPAB held that when a sound recording
was broadcasted during a radio show, separate royalties were payable for both the sound recording
and underlying works under Section 31D of the Copyright Act, 1957. This meant that if the radio
played a song, the radio broadcaster had to pay royalties to both the music label who own the sound
recording and the authors who owned the underlying literary and musical rights. The IPAB
justified this decision by studying the 2012 amendments to the Copyright Act, 1957, that was
formed to protect the rights of artists in getting royalties.®?These two judgements show that the
IPAB was capable of providing important decision in fields of IP apart from Trademark, despite
some procedural errors by the Technical Members of the Tribunal. The IPAB also has had a good
track record in regards to its decision being appealed in the High Courts. According to a report by

2014, of the thirty-four casesthat were appealed in the High Court, nineteen cases were upheld,
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and fifteen appeals were allowed.?3 Given the reasons above, the move to shut down the IPAB was

seenas unimaginative and unnecessary by some in the legal fraternity.%
6. CONCLUSION

The IPAB may have been subject to harsh criticism, but a consensus amongst lawyers remains that
the Indian Judiciary needs to place special emphasis on IP and needs to provide speedy disposal
of IP cases. One of the methods that have been championed by luminaries like Justice Prabha
Sridevan is the constitution of specialized IP benches in High Courts across India.®> Following the
example of tax benches across High Courts, IP benches could also be formed, with two sitting
judges and a panel of experts who can provide assistance on different fields of IP.% Specialized
benches could also be the best option as they wouldn’t cost as much as Tribunals to maintain and
could operate on Court premises, and as they fall within the jurisdictional control of the High
Court, there would be less ambiguity in appeals and transfer of cases. % Additionally, reducing the
qualifications to be a judge on this bench, and providing specialized IP training of judges, would

help prevent long-lasting vacancies and ensure continuous functioning of the benches.8

The formation of the IPAB changed the face of IP litigation in the country, but brought with it a
lot of challenges and complexities. The dissolution of the IPAB was due to the fact that it failed to
establish itself as a sustainable alternative to traditional courts, and after 18 years, the Government
decided that the best course of action for a developing nation like India would be to stick to its
Courts. For now, specialized benches seem to be the least costly, and most efficient method of
dealing with IP cases in India.
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